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Attachment IL.1

Department of Energy /
Washington, DO 20565

(Amend 2)

James Chafin, Albuquerque

Harold M. Dixon, Savannah River ‘ :
Robert Fisher, Chicago . |
James Hanley, Oakland '
Steven Hamel, Oak Ridge

Rabert Southworth, Richland Lo

Administrative Update to the Class Waiver W(A)-82-017 “Use of DOE Facilities and
Facility Contractors by or for third party sponsofs. N ’ ‘

1. The above class waivar provides that the waiver is automditic, and granted without a
requast or patitian by the sponsor, upon certification by the local DOE Patent Counsel

that: .
(1) Theworktobe performed under the use agreement is ot coverad by

- another cantract or arrangement falling under DOE's statutory patent
" policy, and is not of sufficient interest to the DOE programmatic mission
- respansibility to justify DOE supporting the work in whale or in part with
direct program funding; . :

(2)  The sponsor is providing appropriate cost reimbursement for the services
performed and/or facilities used as set forth in this class waiver; and

(3) Thetermsand conditlans for the agreement with the sponsor comply with
this waiver and instructions, for its implementation as issued by the
Assistant General Counsel for Technology Transfer and Intellectual

Property.

Based an the years of experience that we have in utilizing this waiver, it Is clear that
these determinations are made based upon information supplied by the laboratory and
for the most part are straight forward. Therefore, DOE Patent Counsel may, at your
diseretion, authorize the Contractor to make the above determinations and apply the
class waiver for the benefit of the sponsor without prior review by DOE except as
provided in Il below. v o

Il. Dear §70.5204-40, requires that all M&O contracts have a technolagy transfer clause
which includas the following language: ‘
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of palieves that the transfer of technology fo the U.S.

.or other equity considerations dictate,

"y “Where the-Gontractort
© - domestic economy will benefit from,
waiver of patent rights to sponsof in

an arrangement otfer than the Class
WFO.and UFAs. @ request may be made t0 the Contracting Officer for an
" ~ exception to the Clasg Waivers. . .
iy Rights to javentions made under agreeménts other than funding
" agreements with thicd parties shallbe govemed by the appropriate *
provisions incorporated. \with DOE approval, i such agreements, and the
provisions in-such agreements take precedencd over any‘disposition of .
n th i “4lon of rights under ary such . ‘
in accordance with any DOE class waiver (includ ' Lo
. Work forOthers and User Class Waivers) of individually negotiated - ;
waiver which applies 10 the agreement’ ‘ S
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These provisions de not spelt out either the gircumstances when ihe class waiver
should nat epply or the action to be taken when the-waiver does not apply. The
circurnstancas when the walv ply are eithsr because the sponsor daclines
the waiver or because the De the Contracting Offlcer based on
ds that in a particular WEO trerisaction that ftisnot .

determination of Patent Counsel fin
ited States and the general putlic to allow the Non-

ntions of the Contractor Where the sponser =

.- employses’ inventions.. - ‘
To date, DOE has reached consensus on three fact pattemns where ffie class waiver
walver. They are:’

fieed not apply even whan the sponsot might desire the full

(@) Wisbelieved that afy Invéntion that might be miade would be aresearci -
tool, (eg-. @ transgenic animal of a DNA sequence), and there is @
- Departmiental and public Interest in having the tool available to many
. potential research and commercial organizations.” .-

(o) The Sponsor is cither foreign of owned or controlled by a foreign " -
: . prggnizatioa.' The Class Waiver may apply to a Work for Others’
. Agreement with a foreign-Sponsor wi appraval by the field Patent

Gounsel and with the concurrence of the cognizant Opgrations Office of . .
Headquarters programs official. T g
(c) Itbefieved that the Sponsor’s interest is in fower fields of use, and itis
" pelieved that utilization by the {aboratoty of commercialization of the -
underlying techinalogy ¢an be maximized by limiting the Sponsor's

oxclusivity in any inventians to a particular field of use. :
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© Ofcourse, there may be other fact pattemns where special facts exist and the situation
s such thatit Is not in the best intsrasts of the United States or the general public to
grant the walvef to the Sponsor. - T :

In providihg advics to~-thé Contracting Officer, the fleld Eateh’: Counsel is the final |
determiner that an exception to the class walver should apply. With concurrence of
. Patent Counsel, the Contracting Qfficer may delegate to'the Contracter the authority to

- make the determinations that the fact patterns (a) and (c) exist independeritly of Patent

Counsel,but under guidelines_.ap;bmved by Patent Counsel. Whenever fact pattern (b). /'

is believed to exist Patent Counsel must approve the dispasition of patent rights. The
determinations (a) and (c).are not mandatory and are a judgement call. if one or mare
of the-above exceptions applies to the pamcular-proposed Work for Non-Federal
Sponsors activity, the Patent Counsel should also determire whether ar not the
_Contractor may take titie to any iriventions made by its employees in performing work - ;
under a Work for Others Agreement and whether the sponsor shall obtain a royalty free »
nonexclusive license for (ts own actjvities in any such Contractor iriventions:.In almost
all cases the sponsor should obtain at a minimum such &, license. DOE stiould review »
any circurstance where a sponsor, denied the waiver, is not given & minimum roysity ;
free license to use a facility contractor subject invention. Delegations should specify P
. dispasition of title. Normally title should go to the contractor. Where only exeeption (c) - D
applles, the Spansor must be granted & royalty free exclusive license ina . ,
predetermined field of use or fialds of use corresponding to the Sponsor's interest as ' :

mutually agreed to by Sponsor and Contractor, o . o
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' * Where the Elasgwaiver does not apply, and if the Wark for Non-Federal Sponsors
- agreement is to be parformed in the course of or under the Prime Contract forthe . !
operation of the facility, then the terms and conditions of the prime contract governing ‘
the right of the M&0 contractor to elect title to Inventions shell gavern. Where the class
waiver does not apply, and if the agresment is not to be performed in the course ofor
under the prime contract, then the agreement should provide that the govemnment takes
 title. An individual waiver or tlass walvers giving the M&O contractor title in any WFO
agreement would &lso be available. S ) .

"+ - Paul A GBlieb o
Assistant Genergl Counsel

_ for Technology Transfer.
and Intellectual Property
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