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Challenges in working with industry

1. Regulatory barriers

- DOE imposes contractual conditions in CRADAs, WFO'’s, and
Lab license agreements that go beyond
= Statutory requirements
= Other federal agencies

2. Financial barriers

— Lack of funds dedicated to advancing early stage innovation
» Leaves promising technologies to wither in Valley of Death
= Leads to overly risk averse choices
= Reduces partnering opportunities with private industry

These barriers have contributed to notion that the labs are hard
to work with
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Historical Context
* DOE has been highly risk averse in the tech transfer arena
* General counsel has guided contractual policy
= No strong program advocate for change or leadership

= Work for Others is not a reflective name for the partnership
program. Connotates a job shop

— Sponsored Research Program is better

* Never before has the commercialization of energy technologies
been so important to U. S.

— Economic recovery and growth

— Climate change mitigation
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Regulatory Barriers

1. Advance Payment Requirements

2. U. S. Competitiveness

3. Disposition of IP in WFOs

4. Indemnity Clauses

5. Lack of acceptance of FDP terms for subawards

Each of these issues can be addressed by DOE
without statutory changes
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Advance Payment Requirements
BARRIER: 3 months advance payment required for
WFOs and CRADAs

IMPACT: Limits ability of small businesses, non-
profits, and universities to engage with Labs

PROPOSAL:
= Establish revolving fund to assist these entities

* Exempt these entities from this requirement
especially if prime is a government award

* Manage cash at the BR level, not individual
award level
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U. S. Competitiveness

BARRIER: DOE goes beyond the statutory requirement
for substantial manufacture in the U. S. for exclusive
[P rights in licenses, CRADAs, patent waivers

- DOE requires a US Competiveness Clause in CRADAs that is
more restrictive than many other agencies

IMPACT: Limits ability of foreign and multinational
companies to interact with Labs

» Limits Labs options to move innovation to market

PROPOSAL: Meet, but do not exceed statutory
requirements
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Disposition of IP in WFOs

BARRIER: Under WFOs, U. S. companies get title to IP

IMPACT: Researchers are not interested in conducting
research on these terms

* Limits Labs ability to work with companies when
mutual interest exists

* Company may sit on tech w/o diligence requirements

= Distinction between 100% funds in CRADA v WFO is
arbitrary from Lab to Lab

—If IP rights are changed, 100% funds in CRADAs can
be eliminated.
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Disposition of IP in WFOs

PROPOSAL: As endorsed by the TTWG, issue a new
class waiver for WFOs

- Lab owns resulting IP

- Sponsor gets NERF and option to royalty
bearing exclusive license in relevant FOU
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Indemnity

BARRIER: Indemnity clauses in WFOs and CRADAs
are excessive

IMPACT: Companies perceive this as overreach

= Deals fall through or take exceedingly long to execute

PROPOSAL - Rely on
=* Product indemnification in licenses

= Established legal principals of liability for negligence

* Consider the FDP indemnity terms
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Regulatory Barriers Summary

* DOE has the authority to make all of these changes
Decreasing barriers will:
* Enhance the transfer of Lab innovation to the public

" [ncrease the return on investment that DOE delivers
to the taxpayer

- DOE must be competitive with other federal agencies in
delivering ROI to taxpayers for long term agency health

" Produce more, and more rapid, agreements, thus
increasing customer satisfaction and Lab efficiency
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OTHER BARRIERS

= [nability to work with foundations and some federal
agencies because of OH recovery limitations

* Too many DOE transactional reviews (including
waiver of FAC) slows process

* Lack of uniform positions on WFO Levels( we have
to “defend” the amount we do).



BERKELEY LAB

LAWRENCE BERKELEY NATIONAL LABORATORY

Update from TTWG Meeting 11/3/10

» Karina Edmunds gave updates on her progress
toward reducing barriers to Technology Transfer:

= U.S. Competitiveness — She has worked with the DOE
Office of General Counsel and they agree that DOE
should go to statutory minimum but politically it
will not fly because the current requirement of
manufacturing in the U.S. is consistent with the
White House position on creating jobs. So no change
in current requirement.
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Updates from TTWG Meeting

" [ntellectual Property Rights - Karina is working with
DOE Office of General Counsel to change current
DOE policy of Sponsor receiving title to the Labs
taking title but no real progress as of yet.

* [ndemnity - DOE Office of General Counsel has the
responsibility for this and they did not give an
update so no one expects changes any time soon.
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tes from TTWG Meeting

* Advance Payments - Recommendations made to
DOE Controllers Office to:

* Not require advance payment on Fed Flow Through
funding.

= Contro.
instead

| Positive Cash balance at the B&R level
| of award by award level.

= Expand current WN policy (no advance) for state
and local govts to small businesses.
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